UNCP Patent Policy (revised 2-06-2009)
1. Policy
1.1. The University of North Carolina at Pembroke (UNCP) is dedicated to instruction, research, and extending knowledge to the public (public service). It is the policy of UNCP to carry out its scholarly work in an open and free atmosphere and to publish freely the results obtained. Research done primarily in anticipation of profit is incompatible with the aims of The University. The University recognizes, however, that patentable inventions sometimes arise in the course of research conducted by its employees and students using UNCP facilities. The Board of Governors of The University of North Carolina has determined that patenting and licensing of inventions resulting from the work of University personnel, including students, is consistent with the purposes and mission of the UNC constituent universities. 





     The aim of the Patent Policy of UNCP is to promote the progress of science and the useful arts by utilizing the benefits of the patent system consistent with the purposes for which it was established by Article I, Section 8, of the Constitution of the United States:

“The Congress shall have power...To promote the progress of science and useful arts by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”

Patents provide a means to encourage the development and utilization of discoveries and inventions. This Policy has been established to ensure that those inventions in which UNCP has an interest will be utilized in a manner consistent with the public good through patents, licenses, or otherwise. UNCP is also aware of the value of patents in directing attention to individual accomplishment in science and engineering. Where possible, UNCP should make inventions resulting from its research available to industry and the public on a reasonable and effective basis, and at the same time, provide recognition to inventors. Patents, and their exploitation, however, represent only a small part of the benefits accruing to the public from the research program of UNCP.

A portion of the research conducted by UNCP is supported by government and a portion by private industry. Service to the public, including private industry, is an integral part of UNCP’s mission. In agreements with private industry or other private organizations, UNCP must keep the interests of the general public in view. The rights and privileges set forth in cooperative agreements or contracts, with respect to patents developed as a result of research partly or wholly financed by private parties, must be fair and just to the inventor(s), the sponsor, and the public. Research should be undertaken by UNCP under support from private parties only if it is consistent with and complementary to UNCP’s goals and responsibilities to the public.

2. Objectives
The principal objectives of UNCP Patent Policy set forth herein are:
2.1. to provide appropriate incentive to creative intellectual effort by faculty, staff, students, and others associated with UNCP;

2.2. to establish principles for determining the interests of UNCP, inventors, and sponsors in regards to inventions and/or discoveries;

2.3. to enable UNCP to develop procedures by which the significance of inventions and/or discoveries may be determined and brought to the point of commercial utilization;

2.4. to provide the means for placing in the public realm the results of research, while safeguarding the interests of UNCP, inventor, and sponsor;;

2.5. to recognize the right of the inventor to financial benefits from the invention or discovery.
3. Coverage

The UNCP Patent Policy applies to all UNCP employees, both full and part time, including faculty, other professionals exempt from the Personnel Act (EPA), staff subject to the Personnel Act (SPA), and students. Upon prior written agreement between other persons and the UNCP chancellor (or his/her designate),  this Patent Policy may be applied to persons not associated with UNCP whom make their inventions available to UNCP under circumstances where the further development and refinement of the inventions are compatible with the research programs of UNCP.

4. Patent Ownership

4.1. Condition of Employment and Enrollment - The Patent Policy of UNCP, as amended from time to time, shall be deemed to be part of the conditions of employment of every employee of UNCP, including student employees, and of the conditions of enrollment and attendance of every student.

4.2. Ownership - With the exception of "Inventions made on Own Time," hereinafter defined, every invention or discovery or part thereof that results from research or other activities carried out at UNCP, or that is developed with the aid of the UNCP's facilities, staff, or through funds administered by UNCP, shall be the property of UNCP and, as a condition of employment or enrollment and attendance, shall be assigned by the UNCP inventor to UNCP in a manner determined by UNCP in accordance with this Patent Policy.
4.3. Patent Application - Patents on inventions made by UNCP employees or students may be applied for in any country by UNCP or through an authorized agent(s) or assignee(s). UNCP shall exercise its rights of ownership of such patent(s), with or without financial gain, with due regard for the public interest, as well as the interests of inventors and sponsors concerned.
4.4. Inventions Made on Own Time - Inventions or discoveries made by UNCP personnel or students entirely on their personal time and not involving the use of University facilities or materials are the property of the inventor except in case of conflict with any applicable agreement between the institution and the Federal or State government or agency thereof. For purposes of this provision, an individual's "personal time" shall mean time other than that devoted to normal or assigned functions in teaching, extension, University service, or direction or conduct of research on UNCP premises or utilizing University facilities. The term "University facilities" shall mean any facility, including equipment and material, available to the inventor as a direct result of the inventor's affiliation with the University, and which would not be available to a non-University individual on the same basis. Personnel or students who claim that inventions are made on personal time have the responsibility to demonstrate that inventions so claimed are invented on personal time. All such inventions shall be disclosed in accordance with UNCP's disclosure (see applicable invention disclosure form) procedures applicable to inventions made on University time or with the use of University facilities, materials, or equipment, and shall demonstrate the basis of the inventor's claim that only personal time was utilized. In each instance, the chancellor (or his/her designate) shall acknowledge in writing that the invention is the sole property of the inventor in accordance with the "waiver" provision, below. If the inventor so desires, inventions or discoveries made on personal time and utilizing the inventor's own facilities and materials may be assigned to the institution. Under this arrangement, the procedures will be the same as for inventions or discoveries made by University personnel on University time and/or with the use of University facilities and materials.
4.5. Waiver and Release of University Rights - Pursuant to these Policies and to its patent procedures, after consultation with the inventor, shall cause its rights to subsequent patents, if any, to be waived to the inventor if UNCP (WHO????) is convinced that no University facilities, time, or materials were used in the development of the discovery or invention,  that it was made on personal time, and that such waiver would not conflict with any pertinent agreement between UNCP and a sponsoring agency or agencies. Pursuant to these Policies and to its patent procedures, after consultation with the inventor, may at its discretion and upon such terms as it deems appropriate, cause its rights to the discovery or invention, if any, to be released and waived to the inventor if the institution is convinced that the discovery or invention is clearly one that is non-patentable, that it does not warrant further evaluation as to patentability, or if the discovery or invention has been returned to UNCP after negative evaluation by the institution's agent(s)  (WHO????).
5. Income from Patents and Revenue Sharing Formula
5.1. Gross Revenue means all income actually received by UNCP as consideration for the licensing, optioning, or other transfer of rights to inventions that are subject to the University's Patent Policy less any amount required to be paid from gross receipts without deduction to another entity pursuant to a sponsored research agreement, inter-institutional agreement or other legally binding agreement. Gross Revenue includes, but is not limited to, option fees, royalties, license issue fees (whether cash or equity when liquidated), and milestone payments.
5.2. Net Revenue means Gross Revenue minus all direct out-of-pocket costs associated with UNCP's ownership and/or administration of inventions, including but not limited to the costs of:

5.2.1. evaluating invention disclosures;

5.2.2. patentability or trademark searches;

5.2.3. drafting and prosecuting intellectual property applications;

5.2.4. preparing and recording assignments;

5.2.5. maintaining patents or other intellectual property; 
5.2.6. marketing and licensing of inventions;
5.2.7. litigation for the enforcement or protection of intellectual property, for royalty collection, or for any other claim filed by or for against UNCP and related to UNCP's administration of intellectual property, including prosecution or defense of same, attorneys' fees, court costs, compromise, settlement, and judgment satisfaction.
5.3. Any income from licensing activity that is received in the form of support (in cash or in kind or otherwise) for research or any other form of sponsored research is not part of the Gross or Net Revenue.
5.4. Net Revenue shall be distributed as follows:
5.4.1. 50% to the Inventor/s
5.4.2. 3% to the College/school (to be used for future research)
5.4.3. 7% to the Department/Unit (to be used for future research)
5.4.4. 40% to UNCP’s research royalty fund, which is managed by (who????)

5.5. Where there are two or more co-inventors associated with an invention, the applicable percentage of net revenue is divided equally among all co-inventors, unless all co-inventors, prior to the distribution of shared revenue, establish in writing a signed agreement by which all inventors agree to an alternative share of royalties.
5.6. In the event that an inventor declines or is unable for any reason to accept the inventor's share of a royalty distribution, that share shall be distributed equally among any other inventors.
5.7. In no event may the amount payable by the University to the inventor or inventors in the aggregate be less than 15% of Gross Revenue received for an invention.
5.8. The Office of Technology Transfer will distribute net revenue on a quarterly basis (January 31, April 30, July 31, and October 31). The Executive Director of the Office of Technology Transfer will inform inventors of any exceptional circumstances that may cause a delay of distribution. 

6. Specific Conditions Governing Sponsored Research
6.1. Government Sponsored Research - Patents on inventions arising from research financed by the United States Government may be controlled by the terms of the grants and contracts specified by the government agency pursuant to Federal Law. In some cases, the government claims rights to patents resulting from research financed under contracts supported by government agencies. Except as provided by Federal law or by government-supported grants or contracts, or when no patent rights are claimed by the United States Government, or when such rights are waived by the government, patents arising from government sponsored research are controlled by this Patent Policy. When a patent arising out of research supported under government grants or contracts is owned by a UNCP, UNCP will, if requested, agree to a non-exclusive royalty-free license for use by the government of such patent. If such a patent is owned by the government, UNCP shall be free to use the invention so covered for its own scientific and educational purposes without payment of royalty or other charge, consistent with Federal Law.
6.2. University Research Sponsored by Non-Governmental Entities - UNCP must ensure that its facilities and the results of the work of its employees are applied in a manner which best serves the interests of the public. Likewise, the legitimate interests of a private sponsor who provides financial or other support to research carried out through UNCP must be considered. UNCP should normally reserve the right to ownership of patents on inventions arising out of research supported in whole or in part of grants or contracts with nongovernmental organizations or firms. Contracts or agreements which are entered into between UNCP and such organizations or agencies should contain clauses setting forth such a reservation unless deviations are requested by the sponsor and approved by the UNCP (who ??) consistent with the public interest. In the interest of fair treatment to the sponsor in consideration for the sponsor's investment and in the interest of discharging UNCP’s obligation to the public in the application of its facilities and its employees' time and talent, special provisions may be negotiated by UNCP in such non-government sponsored contracts, upon request, provided that UNCP retains the right to use the invention for its own research, educational, and service purposes without payments of royalty fees, that UNCP requires the sponsor to use due diligence in the commercial use of the invention, and that UNCP retains the right freely to publish the results of its research after a reasonable period necessary to protect the right of the parties and to allow for the filing of a patent application.
7. Publication
7.1. A major function of UNCP is the advancement and dissemination of knowledge. Any practice that unnecessarily restricts the publication of results of scientific work is to be avoided. However, it is recognized that the full development of useful inventions or discoveries may be dependent upon the securing of patent protection that will enable the commercial utilization of the discoveries or inventions. Accordingly, under certain circumstances it may be necessary to delay for a minimum period the publication of results of research. If a sponsor proposes to support a research effort that will involve a limited exclusive license to use of patents resulting there from, the agreement with respect to publication shall include the following. First, the sponsor must agree that the results of the research may be published if desired by the investigators or research workers. Second, in order that patent applications are not jeopardized, UNCP the investigators, and research workers may agree that any proposed publication will be submitted to the sponsor with a notice of intent to submit for publication. If within a period of no more than 90 days from the date of such notice the sponsor fails to request a delay, the investigators, research workers, and UNCP shall be free to proceed immediately with the publication. However, if the sponsor notifies the institution that a delay is desired, the submission of the manuscript to the publisher shall be withheld for the period requested, but in no event shall the total period of delay be longer than one year from the date of the notice of intent to submit for publication mentioned above. Such a period will permit the sponsor to have the necessary patent applications prepared and filed but will not unduly restrict the dissemination of scientific knowledge.
8. Avoidance of Conflicts
8.1. Conflicts involving patentable inventions and discoveries may arise when UNCP personnel, including students, enter into personal consulting agreements with outside firms and organizations. The agreements that business firms wish to have executed by those who are to serve as their consultants frequently contain provisions as to the licensing or assignment of the consultant's inventions and patents. Unless such provisions are narrowly worded, they usually will apply to areas in which the individual's University work lies and thus come into conflict with the obligations owed by the individual to the University under this Patent Policy, either with respect to the rights of UNCP itself in an invention or with respect to the rights of a sponsor of research in the same field or subject matter. Prior to signing any consulting agreement that deals with patent rights, trade secrets, or the like, where any UNCP time, facilities, materials or other resources are involved, UNCP personnel and students must bring the proposed agreement to the attention of the appropriate administrators (who??) of UNCP accordance with its patent procedures and either obtain a waiver of UNCP rights or otherwise modify the consulting agreement to confirm with this Patent Policy, as is determined by UNCP in its discretion. The foregoing requirements are in addition to, and do not eliminate the necessity for, any approval which may be required by The UNCP Policy on External Professional Activity of Faculty and Other Professional Staff. (Is there one???)
9. Duty to Disclose Discoveries and Inventions
9.1. All individuals whose discoveries and inventions are covered by this Patent Policy have a duty to disclose their discoveries and inventions promptly in accordance with the patent procedures adopted by UNCP pursuant to this Patent Policy. The duty to disclose arises as soon as the individual has reason to believe, based on his or her own knowledge, or upon information supplied by others, that the discovery or invention may be patentable. Certainty about patentability is not required before a disclosure is made. Individuals shall execute such declarations, assignments, or other documents as may be necessary in the course of invention evaluation, patent prosecution, or protection of patent rights, to insure that title in such inventions shall be held by UNCP, where this Patent Policy indicate the institution shall hold title, or by such other parties as may be appropriate under the circumstances.
10. Intellectual Property Committee
10.1. The Chancellor of UNCP shall appoint an Intellectual Property Committee (IPC), consisting of no less than three members (who???), one of whom shall be designated by the Chancellor to serve as chair. The IPC for UNCP shall:

10.1.1. Review and recommend to the Chancellor (or his delegate) the procedures for the implementation of this Patent Policy;

10.1.2. Shall resolve questions of invention ownership that may arise between the institution and its faculty, staff, or students or among individuals;

10.1.3. Shall recommend to the Chancellor the expenditure of the research royalty fund; and shall make such recommendations as are deemed appropriate to encourage disclosure and assure prompt and expeditious handling, evaluation, and prosecution of patent opportunities.The chairs of the institutional patent committees, or their delegates, shall meet as an All-University Patent Committee. The meetings of the All-University Patent Committee shall be at the call of the President of The University or his delegate who shall serve as its chair.
10.1.4. As a general rule, all rights to copyright able material are the property of the creator. Typically copyright is a matter of arrangement between the creator and his publishers and licensees. The IPC shall review and recommend to the Chancellor (or his delegate) the distribution of copyright royalties, if any (HOW???). Different treatment may be accorded UNCP in case of specific contracts providing for an exception, in cases where the UNCP or sponsor may employ personnel for the purpose of producing a specific work, where different treatment is deemed necessary to reflect the contribution of the UNCP to the work, as in the case of software or audiovisual material, or where a sponsored agreement requires otherwise.
10.1.5. Review and recommend to the Chancellor service marks and trademarks, which are the result of UNCP research and inventions. They are the property of the constituent institutions , UNCP. Without express authorization from the Chancellor or his/her designate, no steps shall be taken for securing trademarks or service marks by usage or registration with respect to products resulting from or arising out of research or other activities carried out at UNCP or developed with the aid of its facilities or staff, or produced through funds administered by the constituent institution. UNCP is authorized to register such marks as are deemed by that institution to be appropriate and to license the use of such marks, provided that the income from such licensing shall be used to support the research and educational programs of the UNCP and not accrue to the personal benefit of University personnel.
10.1.6. Review and recommend to the Chancellor the use of trade secret agreements to protect discoveries and inventions developed at UNCP may not be consistent with the aims and purposes of The University of North Carolina. Special provisions may be required to protect the free dissemination of students' degree-related work.

11. Patent Management Office of Technology Transfer (needs work)
11.1. The Chancellor of each constituent institution, or any person designated by him or her, is authorized to negotiate with reputable agencies or firms to secure for each institution arrangements for patent management, including competent evaluation of invention disclosures, expeditious filing of applications on patents, and licensing and administration of patents. A constituent institution is authorized to administer its own patent management and licensing program without the use of a patent management agent, if it determines that such arrangement may better serve institutional and public interests. Nothing in this section shall be construed to permit the reduction of the minimum share due an inventor as specified in Section V of these Policies.
12. Copyrights
12.1. As a general rule, all rights to copyright able material are the property of the creator. The distribution of royalties, if any, is a matter of arrangement between the creator and his publishers and licensees. Different treatment may be accorded by the institution in case of specific contracts providing for an exception, in cases where the constituent institution or sponsor may employ personnel for the purpose of producing a specific work, where different treatment is deemed necessary to reflect the contribution of the institution to the work, as in the case of software or audiovisual material, or where a sponsored agreement requires otherwise.
13. Service Marks, Trademarks and Trade Secrets
13.1. Service marks and trademarks are the property of the constituent institutions, and without express authorization from the Chancellor or his or her designee, no steps shall be taken for securing trademarks or service marks by usage or registration with respect to products resulting from or arising out of research or other activities carried out at a constituent institution or developed with the aid of its facilities or staff, or produced through funds administered by the constituent institution. The institutions are hereby authorized to register such marks as are deemed by that institution to be appropriate and to license the use of such marks, provided that the income from such licensing shall be used to support the research and educational programs of the institution and not accrue to the personal benefit of University personnel. The use of trade secret agreements to protect discoveries and inventions developed at the constituent institutions may not be consistent with the aims and purposes of The University of North Carolina. Special provisions may be required to protect the free dissemination of students' degree-related work.
14. Procedure
14.1. The Board of Trustees of UNCP shall adopt this Patent Policy which is consistent with and implement this Patent Policy, taking into account the nature and scope of the institution's UNCP’s research programs. The UNCP Patent Policy shall be reviewed by (Whom???) and approved by the Chancellor or his/her representative designate prior to approval by the Trustees.
15. Exceptions
15.1. Exceptions to the above Patent Policy are authorized if approved by the President following a favorable review and recommendation from the UNCP committee or the All-University Patent Committee. Before approving an exception, the President must determine that, on the basis of the evidence available, such exception is in the public interest and is consistent with The University's responsibilities to the public.
16. Applicable Forms

16.1. INVENTION DISCLOSURE FORM
17. Definitions

17.1. Intellectual property - Creations of the mind - creative works or ideas embodied in a form that can be shared or can enable others to recreate, emulate, or manufacture them. There are four ways to protect intellectual property - patents, trademarks, copyrights, or trade secrets

17.2. Patent - a property right granted by the Government of the United States of America to an inventor “to exclude others from making, using, offering for sale, or selling the invention throughout the United States or importing the invention into the United States” for a limited time in exchange for public disclosure of the invention when the patent is granted.
